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DETAILED ACTION 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds 
its support in the language of 35 U.S.C. 101 which states that "whoever invents 
or discovers any new and useful process ... may obtain a patent therefor ..." 
(Emphasis added). Thus, the term "same invention," in this context, means an 
invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co., 151 
U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be 
overcome by canceling or amending the conflicting claims so they are no longer 
coextensive in scope. The filing of a terminal disclaimer cannot overcome a 
double patenting rejection based upon 35 U.S.C. 101. 

Claims 1-6 are provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 1-4, 8 and 1 1of copending Application No. 
10/566,259. This is a provisional double patenting rejection since the conflicting 
claims have not in fact been patented. 

Claims 1-6 of the instant application are the same as claims 1-4, 8 and 1 1 
of 10/566,259. 



Specification 

The abstract of the disclosure is objected to because it is in claim 
format and contains legal phraseology, e.g. "comprising".. 
Correction is required. See MPEP § 608.01(b). 
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35 U.S.C. 112, first paragraph, requires the specification to be 
written in "full, clear, concise, and exact terms." The specification 
is replete with terms which are not clear, concise and exact. The 
specification should be revised carefully in order to comply with 35 
U.S.C. 112, first paragraph. Examples of some unclear, inexact 
or verbose terms used in the specification are: 

• page 3, last paragraph, "Motor 1 drives by the intermediary of 
shaft 1'..." 

• page 3, lines 14, "Different tools 9, 9' are hold in the holders.." 

• page 3, last line "curve 2' surves to displace the slide 5" 

• page 4, line 11-12, "measuring system can be used (attacking 
e.g. on the longitudinal..." 

• page 4, 4 th paragraph, "cams 3, 3' is carried out by the attack of 
the cams...". 



Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must 
show every feature of the invention specified in the claims. Therefore, "the 
claimed subject matter of claim 6" must be shown or the feature(s) canceled from 
the claim(s). No new matter should be entered. 
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Corrected drawing sheets in compliance with 37 CFR 1.121(d) are 
required in reply to the Office action to avoid abandonment of the application. 
Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is 
being amended. The figure or figure number of an amended drawing should not 
be labeled as "amended." If a drawing figure is to be canceled, the appropriate 
figure must be removed from the replacement sheet, and where necessary, the 
remaining figures must be renumbered and appropriate changes made to the 
brief description of the several views of the drawings for consistency. Additional 
replacement sheets may be necessary to show the renumbering of the remaining 
figures. Each drawing sheet submitted after the filing date of an application must 
be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the 
next Office action. The objection to the drawings will not be held in abeyance. 



Claim Objections 

Claims 1,4,5 and 6 are objected to because of the following informalities: 

claim 1 , line 4 recites "a slide mounted on that basic structure..". 
The word "that" should be replaced by "said". 
Claim 1 , line 7 recites "two tool holders mounted parallelv to each 
other". The word " parallelv " should be replaced by "parallel". 
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Claim 4, line 1 , recites "tool support according to any of claims 1 
to 3..", the word "one" should be inserted after the word "any". 
Claim 5, line 1 , recites "tool support according to any of claims 1 
to 3..", the word "one" should be inserted after the word "any". 
Claim 6, line 1 , recites "tool support according to any of claims 1 
to 4..", the word "one" should be inserted after the word "any". 
Claim 6 is objected to under 37 CFR 1 .75(c) as being in improper form 
because a multiple dependent claim can not depend from another multiple 
dependent claim. See MPEP § 608.01 (n). Accordingly, the claim 6 has not been 
further treated on the merits. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 , 2, 4 and 6 are rejected under 35 U.S.C. 1 12, second paragraph, 

as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. 

• claim 1 recites "an axis" on lines 6 and 12. It is not clear if 
Applicant is referring to only one axis or two different axis. 

• Claim 2, again recites "an axis". It is not clear if Applicant is 
referring to only one axis or claim 2 is referring to a third axis. 
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• Claim 4, last two lines recite ".."their working position against a 
resetting force, e.g, against a spring force". The claim format is 
inappropriate as well as not being clear what the claimed 
subject matter is. 

• Claim 6, has not been described in the Specification, nor shown 
in the Drawings therefore, Examiner is not clear as to the 
claimed subject matter. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 1-4 and 6, as best understood, are rejected under 35 
U.S.C. 102(b) as being anticipated by Maier (US Pub. No. 2002/0170396). 

Regarding claim 1 , MAIER teaches a tool support provided for machining 
a work piece having a spindle (4) with axis (3), a basic structure (B: see figure 
below), a slide (26) mounted on said basic structure which is displaceable (X- 
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axis) in a controlled manner transversely to the spindle axis, two tool holders (19) 
mounted parallel to each other on said slide for holding different tools ('396, 
figure 6). Furthermore, MAIER teaches, each tool holder (19) can be brought into 
use individually (i.e. tool holders are displaced selectively into and out of the 
working position) ('396, page 4, paragraph 47). Note: it is old and well known that 
drive means are used for moving items in a machining environment, in this case 
the slide and the tool holders move simultaneously along axis X). Furthermore, 
regarding claims 2 and 3, MAIER teaches, said basic structure being mounted on 
a tool slide which is displaceable along an axis (Z-axis), which is in the same 
parallel to the spindle axis (i.e. along the spindle axis) ('396, figure 6). 
Regarding claim 4, MAIER teaches the movement of the tool head in the 
receptacle can be effected more rapidly and more precisely with little outlay such 
that wen designing these drives, care is merely to be taken to ensure that the 
forces occurring during the cutting action can be completely absorbed ('396, 
page 3, paragraph 29, last 5 lines). Regarding claim 5, AA teaches in figure 6, a 
tool holder (19) having insert placed circumferentially at 120 degree intervals. 
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B: Basic structure 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
• be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claim 5, as best understood, is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Maier (US Pub. No. 2002/0170396), in view of Yamazaki et al. 



(USP 4,550,631). 



Application/Control Number: 10/566,260 Page 9 

Art Unit: 3722 

MAIER teaches a tool support provided for machining a work piece 
having a spindle (4) with axis (3), a basic structure, a slide (26) mounted on said 
basic structure and two tool holders (19), as set forth in the above rejection. 

However, MAIER is silent about the details of the driving means. 

YAMAZAKI ET AL. teaches an indexing system of machine tools where its 
rotational power is produced by a motor (13) and transmitted to the a crank (6) 
constituting a driving wheel by way of a driving shaft (12) coupled thereto, a 
driving bevel gear (11) fixed to the driving shaft (12), and a driven bevel gear (10) 
meshed with the driving bevel gear (11) and coaxially coupled to the crank 6. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention was made to utilize driving means for indexing MAIER's 
invention in the same manner, as taught by YAMAZAKI ET AL., for the purpose 
of having an indexing system which is capable of producing a powerful 
mechanical holding action by which an indexed structure in determined index 
positions can be held positively against heavy as well as to have a high-speed 
indexing systems which will assist in increasing productivity ('631, col. 1, lines 6- 
21). 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Sara Addisu at (571) 272-6082. The 
examiner can normally be reached on 8:30 am - 5 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Monica Carter can be reached on (571) 272-4475. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

SaraAddisu ~ A 



(571)272-6082 





